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DETAILED ACTION 

Notice to Applicant 

1 . This communication is in response to the Appeal Brief filed on 01/10/2005. 
Claims 1-20 are pending. 

2. In view of the Appeal Brief filed on 01/10/2005, PROSECUTION IS HEREBY 
REOPENED for claims 1-20 as set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1 .130, 
1.131 or 1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

Claim Rejections - 35 USC §112 

3. Claims 1-10 and 1 1-20 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
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the invention. The Examiner cannot find any explanation in the specification that 
explains the limitation of the "means to invalidate a digital key". 

Claim Rejections - 35 USC §112 

4. Claims 1 -1 0 and 1 1 -20 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. It is unclear how the claimed invention 
includes "means to invalidate a digital key". How is the key invalidated? Does the key 
expire on a certain date? Or does the local database include a flag that indicates the 
key is invalid? Or is information stored on the key that indicates the key is invalidated? 
Or does the key emit a signal that activates/deactivates the engine of the car? For 
purposes of applying prior art, the Examiner will interpret this feature as any means for 
disabling the automobile. As such, all the dependent claims are rejected under the 
same rationale. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sher (6,386,451) in view of BRINKMEYER et al (2001/0028295). 

(A) As per claim 1 , Sher discloses a car rental system comprising: 
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a fleet of cars, each of which is operable only when a valid digital key 

is presented to the car (See Sher, Col. 19, lines 38-67); and 

a management system for handling reservation and car return, said management 
system (See Sher, Col.21, lines 7-52), 

a key generation system for generating digital keys for renters of the car rental 
system (See Sher, Col.30, lines 46-67 to Col.31 , line 31); a key return system for 
processing digital keys returned by renters (See Sher, Col. 32, lines 35-67). 

Sher does not explicitly disclose each of said fleet of cars has a means to 
invalidate a digital key. 

However, this feature is known in the art, as evidenced by BRINKMEYER. In 
particular, BRINKMEYER suggests each of said fleet of cars has a means to invalidate 
a digital key (See BRINKMEYER, Page 2, Paragraphs 0023-0026). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the features BRINKMEYER within the system of Sher with 
the motivation of preventing the immobilizer from being deactivated when the 
associated vehicle is started up (See BRINKMEYER, Page 2, Paragraph 0026). 

(B) As per claim 2, Sher discloses the system further comprising a parking lot 
guarded by a security gate, said fleet of cars being parked within confines of said 
parking lot when not rented by a renter of the car rental system, said security gate only 
opening when a valid digital pass is presented by a renter of the car rental system (See 
Sher, Col .42, lines 6-65). 
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(C) As per claim 3, Sher discloses the system wherein the management system is 
accessed by a prospective renter over a network and the prospective renter is given a 
digital key to operate a particular car and a digital pass to open the gate of the parking 
lot where said particular car is parked, after said prospective renter completes a 
reservation for said particular car, said digital key and digital pass being effective 
starting from the time specified by said reservation (See Sher, Col.42, lines 6-65). 

(D) As per claim 4, Sher discloses the system wherein the prospective renter 
accesses the management system at a kiosk located in the parking lot where the 
particular car is parked (See Sher, Col.42, lines 44-65). 

(E) As per claim 5, Sher discloses the system wherein the prospective renter 
accesses the management system over the Internet (See Sher, Col.21 , lines 26-31 ). 

(F) As per claim 6, Sher discloses the system wherein the key generation system 
stores a digital key on a storage device provided by a prospective renter (See Sher, 
Col.32, lines 55-65). 

(G) As per claim 7, Sher discloses the system wherein the storage device is a smart 
card (See Sher, Col.4, lines 47-67). 
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(H) As per claim 8, Sher discloses the system wherein the digital key comprises car 
and user identification (ID) signed by the management system to authenticate the digital 
key (Col. 13, lines 40-67). 

(I) As per claim 9, Sher discloses the system wherein a renter of a car invalidates a 
valid digital key upon returning a car to the car rental system and presents an 
invalidated digital key to the key return system to complete a car return (See Col. 12, 
lines 30-67). 

(J) As per claim 10, Sher discloses the system wherein the invalidation of a valid 
digital key includes storing car status information relevant to computing by the key 
return system a receipt for the renter (See Col.40, lines 52-67 to Col.41 , line 12). 

(K) As per claim 11, Sher discloses a computer implemented method for operating a 
car rental system comprising the steps of 

accessing a reservation server by a prospective car renter to reserve a car (See 
Col. 37, lines 1-53); 

authenticating the prospective car renter by the reservation server (See Col.37, 
lines 1-53) and, 

upon the reservation server successfully authenticating the user, prompting the 
prospective car renter for the date, time, and location for pickup and return, and the type 
of car (See Sher, Col.31, lines 1-67); 
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checking by the reservation server an availability of a requested car and, if a car 
is available, creating by the reservation server a digital key by car and user information 
with a digital signature of the reservation server(See Sher, Col .37, lines 1-67); 

Sher does not explicitly disclose downloading the digital key to a portable storage 
device being used to gain access to a rental car without communication between the 
rental car and the reservation server. 

However, this feature is known in the art, as evidenced by BRINKMEYER. In 
particular, BRINKMEYER downloading the digital key to a portable storage device being 
used to gain access to a rental car without communication between the rental car and 
the reservation server (See BRINKMEYER, Page 2, Paragraphs 0023-0026). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the features BRINKMEYER within the system of Sher with 
the motivation of preventing the immobilizer from being deactivated when the 
associated vehicle is started up (See BRINKMEYER, Page 2, Paragraph 0026). 

(L) As per claim 12, Sher discloses the method wherein the step of accessing the 
reservation server is performed via a network (See Col.1, lines 30-43). 

(M) As per claim 13, Sher discloses the method wherein the network is the Internet 
(See Col.7, lines 19-27). 
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(N) As per claim 14, Sher discloses the method wherein the step of authenticating a 
prospective car renter includes the steps of 

prompting the prospective car renter to enter a personal identification 

number (PIN) (See Col. 18, lines 41-60); and 

comparing the entered PIN with a valid PIN for the prospective car renter (See 
Col. 19, lines 38-67). 

(0) As per claim 1 5, Sher discloses the method wherein the step of creating a digital 
key comprises the steps of 

computing a hash of the car renter's valid PIN (See Col. 18, lines 41-60); 

combining car and renter identification with the hashed PIN (The Examiner 
interprets encrypted or decrypted or encoded or decoded or embedded to be a form of 
hashed pin See Col. 19, lines 7-37); and 

digitally signing the combined information by said reservation server (See Col.37, 
lines 1-53). 

(P) As per claim 1 6, Sher discloses the method further comprising the steps of 

inserting the portable storage device by a car renter into a slot for 

receiving the portable storage device in a rented car (See Col. 38, lines 23-67); 
upon detecting the portable storage device inserted into the slot, 
obtaining by an access controller installed in the rented car the digital key 

stored on the portable storage device and checking by the access controller 
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whether the digital key is valid and verifying the signature on the digital key (See Col. 39, 
lines 1-34); 

if the digital key is valid and the signature is verified, the access 
controller then prompting the car renter to enter his or her identification and 
checking for correctness of the car renter's identification (See Sher, Col. 30, lines 
46-67 to Col.31, line 31); and if the entered identification for the car renter matches a 
correct identification on the portable storage device, the access controller activating 
instruments of the car which the car renter is authorized to have access to (See Col.38, 
lines 23-67). 

(Q) As per claim 17, Sher discloses the method further comprising the steps of 

upon receiving a car renter's request to return a car, prompting the car renter to 
insert his or her portable storage device into the slot for the portable storage device 
(See Col.38, lines 23-67); obtaining by the access controller car status information and 
car identification (See Col. 40, lines 52-67); creating by the access controller a return 
packet by combining car status information and the current digital key (See Col. 19, lines 
38-67); signing the return packet by the access controller, appending the car 
identification to the signed return packet, and saving the signed return packet into the 
portable storage device (See Col.38, lines 23-67); and invalidating by the access 
controller a current digital key (See Col. 18, lines 23-67 to Col.37). 

(R) As per claim 1 8, Sher discloses the method further comprising the steps of 
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upon receiving a car renter's request to return a car, retrieving the 
return packet from the portable storage device (See Col. 38, lines 23-67); 
verifying a signature on the return packet (See Col. 37, lines 1-53); and 
updating the car status and printing a receipt for the car renter (See Col. 38, 
lines 1-9). 

(S) As per claim19, Sher discloses the method wherein the portable storage 
device is a smart card (See Abstract, lines 1-16). 

(T) As per claim 20, Sher discloses the system wherein each of said fleet of cars 
has a storage device for storing a record of the digital key (See Col. 31 , lines 22-67 to 
Col.32, line 3). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not the applied art teaches hire vehicle 
transportation system (5,726,885). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number is 571-272-6769. 
The examiner can normally be reached on Monday-Thursday from 6:30 am-5:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



V.F 




April 14, 2005 
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